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Art Unit: 1642 

DETAILED ACTION 

Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S. C. 121: 

Groups I-XVm. Claims 1-18, 27-45, drawn to a method for identifying a compound 
that modulates angiogenesis comprising contacting the compound with a 
single one polypeptides selected from the group of 18 angiogenesis 
polypeptides disclosed in claim 1, classified in class 435, subclass 4. 
Claim 12 will be examined as it is drawn to the elected group and species. 
Claims 27-45 will be examined as they are drawn to the elected group and 
species . 

Groups XIX-XXXVI. Claim 19, drawn to a method for identifying a compound 

that modulates angiogenesis and cell cycle arrest comprising contacting 
the compound with a single one of the of the polypeptides selected from 
the group of 18 angiogenesis polypeptides disclosed in claim 19, classified 
in class 435, subclass 4. 

Groups XXXVE-LIV. Claims 20-26 and 46-52, drawn to a method of modulating 

angiogenesis in a subject, the method comprising administering to the 
subject a therapeutically effective amount of a single one of the 
compounds selected from the group of 18 angiogenesis polypeptides 
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disclosed in claim 1, classified in class 514, subclass 2. Claims 46-52 will 
be examined as they are drawn to the elected group and species 



The inventions are distinct, each from the other because of the following reasons: 

The inventions are distinct, each from the other because of the following reasons: 
1. Inventions of Groups I-XVIII are directed to related methods. The related inventions are 
distinct if the inventions as claimed do not overlap in scope, i.e., are mutually exclusive; the 
inventions as claimed are not obvious variants; and the inventions as claimed are either not 
capable of use together or can have a materially different design, mode of operation, function, or 
effect. See MPEP § 806.05(j). In the instant case, the methods are related in that they are 
methods for identifying a compound that modulates angiogenesis. The inventions are distinct 
because each angiogenesis polypeptide is a distinct product. 

It is the structural differences engendered by differences in the primary amino acid 
sequence that give each protein its unique function within the cell. It is unlikely that any two 
proteins, even those that are very homologous, have the exact same structure and function. For 
example, even single amino acid changes in proto-oncogenes can alter protein structure and 
function in a way to make them oncogenic. Thus, Groups I-XVEU are distinct inventions. 

The search for all of the angiogenesis polypeptides would invoke a high search burden. 
Currently, there are approximately eight different databases that accompany the results of a 
search of one discrete amino acid or nucleotide sequence and each result set from a particular 
database must be carefully considered. Hence, the search of all the different sequences encoding 



Application/Control Number: 10/696,909 Page 4 

Art Unit: 1642 

different polypeptides or vice versa would require extensive searching and review in the non- 
patent and patent literature databases. Furthermore, because these inventions are distinct for the 
reasons given above and the search required for one group is not required for another group, 
restriction for examination purposes as indicated is proper. 

Furthermore, searching all of the inventions of Groups I-XVTO would invoke a 
burdensome search. Although the inventions are classified similarly, classification of subject 
matter is merely one indication of the burdensome nature of the search involved. The literature 
search, particularly relevant in this art, is not coextensive and is much more important in 
evaluating the burden of search. 

2. Inventions of Groups XIX-XXXVI are directed to related methods. The related 
inventions are distinct if the inventions as claimed do not overlap in scope, i.e., are mutually 
exclusive; the inventions as claimed are not obvious variants; and the inventions as claimed are 
either not capable of use together or can have a materially different design, mode of operation, 
function, or effect. See MPEP § 806.05(j). In the instant case, the method is drawn to identifying 
a compound that modulates angiogenesis and cell cycle arrest. The inventions are distinct 
because each angiogenesis polypeptide is a distinct product. 

It is the structural differences engendered by differences in the primary amino acid 
sequence that give each protein its unique function within the cell. It is unlikely that any two 
proteins, even those that are very homologous, have the exact same structure and function. For 
example, even single amino acid changes in proto-oncogenes can alter protein structure and 
function in a way to make them oncogenic. Thus, Groups XIX-XXXVI are distinct inventions. 
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The search for all of the angiogenesis polypeptides would invoke a high search burden. 
Currently, there are approximately eight different databases that accompany the results of a 
search of one discrete amino acid or nucleotide sequence and each result set from a particular 
database must be carefully considered. Hence, the search of all the different sequences encoding 
different polypeptides or vice versa would require extensive searching and review in the non- 
patent and patent literature databases. Furthermore, because these inventions are distinct for the 
reasons given above and the search required for one group is not required for another group, 
restriction for examination purposes as indicated is proper. 

Furthermore, searching all of the inventions of Groups XIX-XXXVI would invoke a 
burdensome search. Although the inventions are classified similarly, classification of subject 
matter is merely one indication of the burdensome nature of the search involved. The literature 
search, particularly relevant in this art, is not coextensive and is much more important in 
evaluating the burden of search. 

3. Inventions of Groups XXXVII-LIV are directed to related methods. The related 
inventions are distinct if the inventions as claimed do not overlap in scope, i.e., are mutually 
exclusive; the inventions as claimed are not obvious variants; and the inventions as claimed are 
either not capable of use together or can have a materially different design, mode of operation, 
function, or effect. See MPEP § 806.05(j). In the instant case, the method is drawn to a method 
of modulating angiogenesis in a subject, the method comprising administering to the subject a 
therapeutically effective amount of a single one of the compounds selected from the group of 18 
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angiogenesis polypeptides disclosed in claim 1 . The inventions are distinct because each 
angiogenesis polypeptide is a distinct product. 

It is the structural differences engendered by differences in the primary amino acid 
sequence that give each protein its unique function within the cell. It is unlikely that any two 
proteins, even those that are very homologous, have the exact same structure and function. For 
example, even single amino acid changes in proto-oncogenes can alter protein structure and 
function in a way to make them oncogenic. Thus, Groups XXXVH-LIV are distinct inventions. 

The search for all of the angiogenesis polypeptides would invoke a high search burden. 
Currently, there are approximately eight different databases that accompany the results of a 
search of one discrete amino acid or nucleotide sequence and each result set from a particular 
database must be carefully considered. Hence, the search of all the different sequences encoding 
different polypeptides or vice versa would require extensive searching and review in the non- 
patent and patent literature databases. Furthermore, because these inventions are distinct for the 
reasons given above and the search required for one group is not required for another group, 
restriction for examination purposes as indicated is proper. 

Furthermore, searching all of the inventions of Groups XXXVII-LIV would invoke a 
burdensome search. Although the inventions are classified similarly, classification of subject 
matter is merely one indication of the burdensome nature of the search involved. The literature 
search, particularly relevant in this art, is not coextensive and is much more important in 
evaluating the burden of search. 
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4. The restriction of the Groups I-XVIII, Groups XIX-XXXVI, and Groups XXXVII-LIII as 
independent inventions is proper. In accordance with the decisions in In re Harnisch, 63 1 F.2d 
716, 206 USPQ 300 (CCPA 1980); and Ex parte Hozumi, 3 USPQ2d 1059 (Bd. Pat. App. & Int. 
1984), restriction of a Markush group is proper where the compounds within the group either (1) 
do not share a common utility, or (2) do not share a substantial structural feature disclosed as 
being essential to that utility. In addition, a Markush group may encompass a plurality of 
independent and distinct inventions where two or more members are so unrelated and diverse 
that a prior art reference anticipating the claim with respect to one of the members would not 
render the other member(s) obvious under 35 USC 103. 

5. The inventions of Groups I-XVIII and Groups XIX-XXXVI are directed to related 
methods. The related inventions are distinct if the inventions as claimed do not overlap in scope, 
i.e., are mutually exclusive; the inventions as claimed are not obvious variants; and the 
inventions as claimed are either not capable of use together or can have a materially different 
design, mode of operation, function, or effect. See MPEP § 806.05(j). In the instant case, Groups 
XIX-XXXVI and Groups XIX-XXXVI are related because they directed to methods of 
identifying compounds that modulate angiogenesis. The methods Groups XIX-XXXVI and 
Groups XIX-XXXVI are distinct because Groups XIX-XXXVI has the distinct objective of 
identifying a compound that modulates cell cycle arrest. 

Furthermore, searching all of the inventions of Groups I-XVIII and Groups XIX-XXXVI 
would invoke a burdensome search. Although the inventions are classified similarly, 
classification of subject matter is merely one indication of the burdensome nature of the search 
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involved. The literature search, particularly relevant in this art, is not coextensive and is much 
more important in evaluating the burden of search. 

6. The inventions of Groups I-XXXVI and Groups XXXVII-LIV are directed to related 
methods. The related inventions are distinct if the inventions as claimed do not overlap in scope, 
i.e., are mutually exclusive; the inventions as claimed are not obvious variants; and the 
inventions as claimed are either not capable of use together or can have a materially different 
design, mode of operation, function, or effect. See MPEP § 806.05(j). In the instant case, Groups 
I-XXXVI and Groups XXXVII-LIV are related because they directed to methods of 
angiogenesis regulation. The methods Groups I-XXXVI and Groups XXXVII-LIV are distinct 
because Groups XXXVII-LIV has the distinct objective of modulating angiogenesis in a subject 
and the distinct steps of administering angiogenesis modulating compounds to that subject. 

Furthermore, searching all of the claims of Groups I-XXXVI and Groups XXXVII-LIV 
would invoke a burdensome search because the inventions have been classified separately. Thus, 
each invention has attained recognition in the art as a separate subject for inventive effort, and 
also a separate field of search. This would necessitate different searches in the patent and or 
non-patent literature and the consideration of different patentability issues. 

Because, these inventions are distinct for the reasons given above and the search required 
for one group is not required for another group, restriction for examination purposes as indicated 
is proper. 
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7. Species Elections for Groups I-LIV 

A. Claims 1-18 and 27-44 are generic to the following patentably distinct species for the 
location for identification of a compound that modulates angiogenesis. 

1 . in vivo as contemplated in the specification 

2. in vitro as contemplated in the specification and claimed. 

B. Claims 3, 5, 7, 9, 19, 29 3 31, 33, 35, and 45 are generic to the following disclosed 
patentably distinct species of "functional effect": 

1) physical effect 

2) chemical effect 

3) phenotypic effect 

C. Claim 15-18, 22-25, 40-44, and 48-51 are generic to the following disclosed 
patentably distinct species of "compounds": 

1) antibody 

2) antisense molecule 

3) RNAi 

4) small organic molecule 

D. Claim 19 is generic to the following disclosed targets for determining the physical 
effect of a compound. 

1) polypeptide or fragment thereof 

2) inactive variant of the polypeptide 
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8. The above species are independent or distinct because they comprise structurally distinct 
molecules and have different modes of operation and different effects. Further, each species 
would require different searches and the consideration of different patentability issues. 

Applicant is required under 35 U.S. C. 121 to elect a single disclosed species from each of 
group A, B, C, and D. even though this requirement is traversed. Applicant is advised that a 
reply to this requirement must include an identification of the species that is elected consonant 
with this requirement, and a listing of all claims readable thereon, including any claims 
subsequently added. An argument that a claim is allowable or that all claims are generic is 
considered nonresponsive unless accompanied by an election. 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S. C. 103 of the other invention. 

Applicant is advised that a response to this requirement must include an identification of 
the species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which depend from or otherwise require all the limitations of an 
allowable generic claim as provided by 37 CFR 1 . 141. If claims are added after the election, 
applicant must indicate which are readable upon the elected species. MPEP § 809.02(a). 
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9. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 

1 .48(b) and by the fee required under 37 CFR 1 . 1 7(i) . 

10. Applicant is advised that the reply to this restriction requirement to be complete must 
include an election of the invention to be examined even though the requirement is traversed (37 
CFR 1.143). \ 
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1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter J. Reddig whose telephone number is (571) 272-9031. The 
examiner can normally be reached on M-F 8:30 am-5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey Siew can be reached on (571) 272-0787. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Peter J. Reddig, Ph.D. 




Examiner 
Art Unit 1642 
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